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Art Unit: 2454 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
1 1/24/08 has been entered. 

The amendment filed on 1 1/24/08 has been entered. 

Claims 1, 3, 5-17 and 19-22 are still pending in the application. Claims 2, 4 
and 18 have been canceled. 

Applicants' arguments regarding the 101 rejection are not persuasive. Therefore, The 
rejection is still maintained. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

The claimed invention is directed to non-statutory subject matter. Claims 3-5 are 
directed to a computer program product comprising computer usable medium having 
program code embodied thereon. However, the specification defines the medium to be 
a carrier wave, which is not tangible. Therefore, it is concluded that claims 3-5 are non- 
statutory. Correction is required. 
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During patent examination, the pending claims have been "given* their 
broadest reasonable interpretation consistent with the specification." In re Hyatt, 
211 F.3d 1367, 1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000). 

Applicant's arguments with respect to claims 1 , 3, 5-1 7 and 1 9-22 have been 
considered but are moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1,3, 5-17 and 19-22 are rejected under 35 U.S.C. 102(b) as being clearly 
anticipated by Small US patent number 5,51 31 1 7. 

As per claim 1 , Small teaches In a computer system connectable to a computer 
network, a method comprising: (a) maintaining in a memory (fig 2, item 16) data defining 
a greeting card and any modifications thereto; (b) printing the greeting card in 
conjunction with any modifications thereto at a location where at least one item that has 
been ordered on line physically resides and with which the card is associated (fig 9, 
items 162-164 and 167; gift has been ordered and combined with a greeting card); (c) 
printing readable data on the greeting card (fig 1, item 161); (d) generating from the 
readable data printed on the greeting card any of a shipping label identifying at least 
one item to be shipped in conjunction with the printed greeting card, the greeting card 
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selected independent of the item (fig 9); and combining the identified item with the 
personalized greeting card for shipment to a desired recipient (see fig 1-4 and 7- 
9;abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 3, Small teaches a computer program product for use with a computer 
system operatively coupled to a computer network comprises a computer readable 
medium having program code embodied thereon, the program code comprising: (a) 
program code for maintaining in a memory data defining a greeting card and any 
modifications thereto; (b) program code for printing the greeting card in conjunction with 
any modifications thereto at a location where at least one item that has been ordered on 
line physically resides and with which the card is associated (fig 9, items 162-164 and 
167; gift has been ordered and combined with a greeting card); (c) program code for 
printing readable data on the greeting card; and (d) program code for generating from 
the readable data printed on the greeting card a document comprising a packing list 
identifying at least one item to be shipped in conjunction with the printed greeting card, 
the greeting card selected independent of the item (fig 9); and combining the identified 
item with the personalized greeting card for shipment to a desired recipient (see fig 1-4 
and 7-9;abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 5, Small teaches a computer program product of claim 3 wherein the 
document further comprises a shipping label identifying a destination of the printed 
greeting card (fig 6-7 and 9). 
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As per claim 6, Small teaches in a computer system connectable to a computer 
network, a method comprising: (a) printing a personalized greeting card having readable 
data printed thereon at a location where at least one item that has been ordered on line 
physically resides and with which the card is associated (fig 9, items 162-164 and 167; 
gift has been ordered and combined with a greeting card); (b) reading the reference 
data from the greeting card; (c) using the read data to access in memory data defining 
any of a greeting card destination address, and lot number identifying the gift with which 
the personalized greeting card will be shipped, the greeting card selected independent 
of the gift (fig 9); and (d) generating a label from the accessed data in memory (see fig 
1-4 and 7, 9, 10-11 and 13; abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 7, Small teaches a method of claim 6 wherein the label comprises a 
packing list identifying at least one item to be shipped in conjunction with the printed 
greeting card (fig 6-7 and 9; col. 7 lines 14 et seq). 

As per claim 8, Small teaches a method of claim 6 wherein the label comprises a 
shipping label identifying a destination of the printed greeting card (fig 6-7 and 9). 

As per claim 9, Small teaches a computer system of claim 6 wherein the reference data 
comprises a bar code identifying any of a destination address, SKU and lot number of a 
gift to be shipped with the greeting card (see fig 7, 9, 10-1 1 and 13; abstract; col. 2 line 
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As per claim 10, Small teaches a method of claim 6 further comprising: (e) maintaining 
in memory data representing any of a lot number identifying a gift with which the 
personalized greeting card will be matched, and a destination shipping address (see fig 
1-4 and 7, 9, 10-11 and 13; abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 1 1 , Small teaches a computer system connectable to a computer network 
comprising: (a) a processor; (b) a memory coupled to the processor for storing data 
defining a card and any modifications thereto; (c) a printer coupled to the processor and 
memory for printing the card, at a location where at least one item that has been 
ordered on line physically resides and with which the card is associated (fig 9, items 
162-164 and 167; gift has been ordered and combined with a greeting card), in 
conjunction with any modifications, and readable reference data thereon, the card 
selected independent of the item; and (d) program logic configured to read the 
reference data from the card and generate a label therefrom (see fig 1-4 and 7, 9, 10-1 1 
and 13; abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 12, Small teaches a computer system of claim 1 1 wherein the reference 
data is direct source of information for generating a shipping label containing at least a 
destination address to which the card will be sent (see fig 7, 9, 10-11 and 13). 
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As per claim 13, Small teaches a computer system of claim 1 1 wherein the reference 
data is usable to access a file containing the information for generating a shipping label 
containing at least a destination address to which the card will be sent (see fig 7, 9, 10- 
11 and 13). 

As per claim 14, Small teaches a computer system of claim 1 1 wherein the reference 
data is a source of information for generating an intermediate label used for matching at 
least one item to be shipped with the card (see fig 1-4 and 7, 9, 10-11 and 13; abstract; 
col. 2 line 30 to col. 3 line 59). 

As per claim 15, Small teaches a computer system of claim 1 1 wherein the reference 
data is a source of information for generating any of a gift card, envelop and gift 
certificate to be shipped with the card (see fig 1-4 and 7, 9, 10-1 1 and 13; abstract; col. 
2 line 30 to col. 3 line 59). 

As per claim 16, Small teaches In a computer system connectable to a computer 
network, a method comprising: (a) maintaining in a memory data defining a greeting 
card and any modifications thereto; (b) printing, at a location where at least one item 
that has been ordered on line physically resides and with which the card is associated 
(fig 9, items 162-164 and 167; gift has been ordered and combined with a greeting 
card), the data defining the greeting card and any modifications on paper stock to make 
an n panel greeting card, where n is greater than two; (c) printing readable data on one 
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of the n panels of the greeting card, the readable data comprising data identifying a 
product with which the greeting card will be matched, and a destination shipping 
address (fig 10-11); and (d) combining the identified item with the personalized greeting 
card for shipment to a desired recipient (see fig 1-4 and 7-9;abstract; col. 2 line 30 to 
col. 3 line 59). 

As per claim 17, Small teaches In a computer system connectable to a computer 
network, a method comprising: (a) maintaining in a memory data identifying one of a 
plurality of document templates and any personalization modifications thereto; (b) 
printing a personalized document comprising the document template in conjunction with 
any personalization modifications thereto at a location where at least one item that has 
been ordered on line physically resides and with which the card is associated (fig 9, 
items 162-164 and 167; gift has been ordered and combined with a greeting card); (c) 
printing a data reference on the personalized document; and d) maintaining, in a 
memory, reference data representing one of data identifying a product with which the 
personalized document will be matched, and a destination shipping address (see fig 1-4 
and 7, 9, 10-1 1 and 13; abstract; col. 2 line 30 to col. 3 line 59); and shipping the 
product combined with the personalized greeting card to a designated recipient (fig 9, 
167). 

As per claim 19, Small teaches a method of claim 17 wherein the reference data 
comprises a bar code (see fig 1-4 and 7, 9, 10-11 and 13; abstract; col. 2 line 30 to col. 
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As per claim 20, Small teaches a method of claim 17 further comprising: (e) generating 
from the reference data printed on the document one of a destination shipping label, 
envelop (see fig 1-4 and 7, 9, 10-11 and 13; abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 21 , Small teaches a method of claim 1 7 wherein the reference data 
comprises a packing list of at least one product to be shipped with the document (see 
fig 7, 9, 1 0-1 1 and 1 3; abstract; col. 2 line 30 to col. 3 line 59). 

As per claim 22, Small teaches a method of claim 1 7 wherein the plurality of document 
templates comprise any of greeting cards, promotional advertisements, and catalogs 
(see fig 1-4 and 7, 9, 10-11 and 13; abstract; col. 2 line 30 to col. 3 line 59). 

Response to Arguments 

Applicant's arguments filed on 1 1/24/08 have been fully considered but they are 
not persuasive. 

Contrarily to applicants' assertion that Small does not teach certain features of 
the invention, Examiner submits that Small teaches all the concepts and aspects of the 
invention as claimed (see detailed rejection above). Examiner believes the claims are 
still broadly written; therefore, they are not defined over the prior art of record to Small. 
Accordingly, the rejection is maintained. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frantz B. Jean whose telephone number is 571-272- 
3937. The examiner can normally be reached on 8:30-6:00 M-f. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nathan J. Flynn can be reached on 571-272-1915. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Frantz B. Jean/ 

Primary Examiner, Art Unit 2454 



